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DETAILED ACTION 

1 . The Amendment filed 15 January 2009 has been entered. Claims 1-2, 7-8, 10 and 13-15 
have been amended. Claims 1-15 are pending in the application. 

Priority 

2. Acknowledgment is made of applicant's claim for foreign priority under 35 

U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 10/820385, filed 
on 4/7/2004. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Behram. 

5. As to claim 1, Behram discloses a medical data providing system which separates ID 
(identification) data, including personal information about the patient and non-ID data, including 
non-personal information about the patient, of a patient to provide only medical data of the 
patient, the system comprising: 

an ID storage unit provided in a patient terminal of the patient, the ID storage unit storing 
the ID data of the patient (Behram column 7 lines 1 1-46, wherein a patient terminal is a card and 
the ID storage unit is the outside of the card); 

a non-ID storage unit provided in the patient terminal, separately from the ID storage unit, 
the non-ID storage unit storing the non-ID data of the patient {Behram column 5, lines 36-59); 
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a care database provided in the hospital server, the care database storing care data of the 
patient (column 1, lines 56-67). 

a medical care code generating unit provided in a hospital server in order to 
generate medical care codes of the patient (Behram column 8 lines 20-48, column 12 lines 9-43 
and column 1 lines 57-67); 

storing the medical care codes in a medical care code list database provided in each of the 
patient terminal and the hospital server, and storing care data in a care database of the hospital 
server (Behram column 8 lines 20-48, column 12 lines 9-43 and column 1 lines 57-67). 
6. As to claim 8, Behram discloses a medical data sharing method using a medical data 
providing system the method comprising the steps of: 

(a) connecting a patient terminal to a hospital server, the patient terminal including an ID 
storage unit for storing ID data of a patient, including personal information about the patient 
(Behram column 7 lines 12-46 where the ID data is stored printed on the card); 

(b) confirming the ID data of the patient (Behram column 1 lines 57-67); 

(c) storing medical care codes generated from a medical care code generating unit of the 
hospital server in the patient terminal (Behram column 8 lines 20-48); 

(d) giving medical care to the patient (Behram column 8 lines 20-48); and 

(e) storing the medical care codes in a medical care code list database provided in each of 
the patient terminal and the hospital server, and storing care data in a care database of the 
hospital server (Behram column 8 lines 20-48, column 12 lines 9-43 and column 1 lines 57-67), 

wherein the medical data providing system includes a non-ID storage unit provided in the 
patient terminal for storing non-ID data of the patient, including non-personal information about 
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the patient, and a medical care code list database provided in the patient terminal and the hospital 
server for storing the medical care codes (Behram column 8 lines 20 lines 20-48, column 6 lines 
41-53, column 7 lines 12-46, column 12 lines 9-43, and column 1 lines 57-67, Examiner notes 
that a medical care code is the result of the compression algorithm as described by Behram). 
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7. 



Claims 2 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Behram 



in view of Koo et al. 



8. 



As to claim 2, see the discussion of claim 1 , Behram further teaches a database 



containing the care codes of the patient {Behram column 8 lines 20-48, column 12 lines 9-43 and 
column 1 lines 57-67). Behram additionally teaches the use of de-identified information for 
research (column 5, lines 36-59 Behram), the references do not explicitly teach a research 
database located in the hospital server. Koo discloses the medical data providing system further 
comprising a research database provided in the hospital server, the research database storing the 
non-ID data of the patient (column 8, lines 61-67 and column 9, lines 1-14; column 5 lines 25- 



It would have been obvious to one of ordinary still in the art to include in the storage 
system of Behram the research database including non-ID data as taught by Koo since the 
claimed invention is merely a combination of old elements, and in the combination each element 
merely would have performed the same function as it did separately, and one of ordinary skill in 
the art would have recognized that the results of the combination were predictable. 
9. As to claim 7, see the discussion of claim 2, additionally, Behram discloses the medical 
care codes stored in the medical care code list database (Behram column 8 lines 20-48, column 
12 lines 9-43 and column 1 lines 57-67). However, Behram does not disclose statistical data 
prepared using the non-ID database. 

Koo further discloses the medical data providing system wherein the research database 
stores statistical data, the statistical data comprising at least one disease data for sexes, disease 



35). 
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data for ages or disease data for occupations (column 1 lines 39-59; column 8, lines 61-67 and 
column 9, lines 1-14). 

It would have been obvious to one of ordinary still in the art to include in the storage 
system of Behram the research database including non-ID data further transformed to statistical 
data as taught by Koo since the combination would provide centralized access to research 
information improving the convenience of use of the system. 

Examiner further notes that this data is a recitation of non-functional descriptive material, 
i.e. the system does not utilize in some way the statistical data in order to perform a function. See 
MPEP 2106.01. 
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10. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view 
of U.S. Patent No. 7,158,979 to Iverson et al. 

11. As to claim 3, see the discussion of claim 1, additionally Behram discloses that the care 
information is stored as medical care codes {Behram column 8 lines 20-48, column 12 lines 9-43 
and column 1 lines 57-67). However, the references do not explicitly teach that there is a 
relational database. In the same field of endeavor, Iverson discloses, the medical data providing 
system further comprising a personal information management server which includes the ID 
storage unit, transaction database, and a cross-reference database that links the transaction 
database with the ID data (figure 3; column 4 lines 20-49; column 3, lines 28-53). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the database system of Behram with the relational databases of Iverson since the 
combination would improve the protection of privacy of an individual while allowing easy 
access to personal information by individuals who require the information. 
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12. Claims 4 and 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Behram in view of Wood et al. 

13. As to claim 4, Behram discloses a medical data providing method using a medical data 
providing system which separates ID (identification) data, including personal information about 
the patient, and non-ID data, including non-personal information about the patient, of a patient to 
provide only medical data of the patient, the system including; an ID storage unit provided in a 
patient terminal of the patient, the ID storage unit storing the ID data of the patient {Behram 
column 7 lines 1 1-46, wherein a patient terminal is a card and the ID storage unit is the outside 
of the card), a non-ID storage unit provided in the patient terminal separately from the ID storage 
unit, the non-ID storage unit storing the non-ID data of the patient (Behram column 5, lines 36- 
59); a medical care code generating unit provided in a hospital server in order to generate 
medical care codes of the patient, {Behram column 8 lines 20-48, column 12 lines 9-43 and 
column 1 lines 57-67) a care database provided in the hospital server, the care database storing 
care data of the patient (column 1, lines 56-67), and a medical care code list database provided in 
the patient terminal and the hospital server, the medical care code list database storing the 
medical care codes {Behram column 8 lines 20-48, column 12 lines 9-43 and column 1 lines 57- 
67), 

However the references do not explicitly teach a relationship between the patient terminal 
and the specific identifiable data related to insurance stored on in although Behram suggests that 
other information could be linked to the system such as insurance and billing software (Behram 
column 8, line 45-46). 
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Wood discloses the medical data providing system wherein the patient terminal further 
includes an insurance database storing an insurance institution name, an insurance number and 
an insurance condition of a medical insurance of the patient (figure 5 (205), (295); figure 6; 
column 5, lines 43-67, and column 6, lines 1-65). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the database system of Behram with the insurance information of Wood since the 
combination would improve a provider's ability to ascertain this information should the patient 
become incapacitated. 

14. As to claim 14, Behram disclose the system substantially as claimed in claim 1, they do 
not explicitly teach an insurance processing method, although Behram suggests that other 
information could be linked to the system such as insurance and billing software {Behram 
column 8, line 45-46). 

Wood discloses a medical data providing method comprising the steps of: 

(a) notifying an insurance institution of a demand for medical insurance money based on 
the medical care codes and care details (column 7, lines 26-43; column 8, lines 54-65); 

(b) determining the insurance money in the insurance institution, and providing 
the payment to the hospital to pay off a medical expense (column 6, lines 56-67); 

(c) notifying the personal information management server of the medical care 

codes and the insurance money details based on at least one of the medical care codes and the 
care data of the patient (column 9, lines 34-55); and 
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(d) notifying the patient terminal of the medical care codes and the insurance 
money details, and recording details associated with insurance in the insurance database 

of the patient terminal (column 9, lines 34-55; column 5, lines 43-67; column 6, lines 1-65). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the database system of Behram with the insurance processing system of Wood since 
the combination would improve patient privacy and swift processing of insurance claims. 
15. As to claim 15, see the discussion of claim 1 and 14, additionally, Wood further 
discloses the medical data providing method further comprising a step of 

(e) when the insurance money details associated with insurance to be notified are 
generated in an institution other than the hospital, notifying the personal information 
management server of the ID data and the details associated with insurance (column 7, lines 60- 
63; column 9 lines 13-55). 
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16. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view 
of Wood in further view of Iverson. 

17. As to claim 5, while Behram discloses the system substantially as claimed in claim 1, 
they do not explicitly teach a relationship between the patient terminal and the specific 
identifiable data stored on in. Wood discloses the medical data providing system wherein the 
ID storage unit stores personal information including a name, an address, a resident registration 
number, and an insurance number of the patient (figure 5 (210), (212); figure 6; column 5, lines 
43-67, and column 6, lines 1-65). 

It would have been obvious to one of ordinary still in the art to include in the storage 
system of Behram the various forms of identification data as taught by Wood since the 
combination would improve a provider's ability to ascertain this information should the patient 
become incapacitated. 

The references also do not teach that the ID storage unit includes a birth date. Iverson 
makes this disclosure, (column 1, lines 36-50). It would have been obvious to one of ordinary 
still in the art to include in the storage system of Behram the birth date data as taught by Iverson 
since the combination would improve a provider's ability to ascertain this information should the 
patient become incapacitated. 
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18. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view 
of Teshima. 

19. As to claim 6, see the discussion of claim 1, additionally Behram discloses a system 
that contains non-ID storage that stores non-ID data (column 5, lines 36-59). However, the 
references do not explicitly teach the specific components of the non-ID data. Teshima discloses 
the storage of a sex, an age and an occupation of the patient (column 8, lines 50-67). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the database systems of Behram with the storage of sex, age, occupation of the patient 
of Teshima since the combination would improve the ability of practitioners to properly treat a 
patient should they become incapacitated and also to improve the quality of the non-ID data so 
that research data can be extracted including demographic data to further research its possible 
correlations to health risks. 
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20. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view of 
Teshima in further view of Iverson in further view of Mita et al. 

21. As to claim 9, see the discussion of claim 1 and 8, additionally, Behram further discloses 
medical care codes are generated from care data and a list of generated care codes are stored 
Behram column 8 lines 20-48, column 12 lines 9-43 and column 1 lines 57-67). 

(f) acquiring care data from the patient terminal (abstract and column 8, lines 20-49); 
However, the references do not disclose that data are acquired, data is requested, 

notification of data to an institution, or receiving the request. 
Mita discloses 

(g) requesting data on the care data from the hospital having the generated care data 
(abstract and paragraph [0041]); 

(h) notifying care result data to an institution having requested the data on the medical 
care codes via an authentication procedure in the hospital server (paragraphs [0038]-[0047]); and 

(i) receiving the request of data on the medical care codes to the hospital requesting the 
medical care codes (paragraphs [0038]-[0047]). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the method of Behram, Teshima, Iverson with Mita since the combination would 
improve sharing of data between multiple facilities requiring patient care data. 



Application/Control Number: 10/820,385 Page 14 

Art Unit: 3626 

22. Claims 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in 
view of Mita in further view of U.S. patent application 2003/0033 168 to Califano et al. 

23. As to claim 10, Behram discloses a medical data providing method using a medical data 
providing system which separates ID (identification) data, including personal information about 
the patient, and non-ID data, including non-personal information about the patient, of a patient to 
provide only medical data of the patient, the system including; an ID storage unit provided in a 
patient terminal of the patient, the ID storage unit storing the ID data of the patient {Behram 
column 7 lines 1 1-46, wherein a patient terminal is a card and the ID storage unit is the outside 
of the card), a non-ID storage unit provided in the patient terminal separately from the ID storage 
unit, the non-ID storage unit storing the non-ID data of the patient (Behram column 5, lines 36- 
59); a medical care code generating unit provided in a hospital server in order to generate 
medical care codes of the patient, {Behram column 8 lines 20-48, column 12 lines 9-43 and 
column 1 lines 57-67) a care database provided in the hospital server, the care database storing 
care data of the patient (column 1, lines 56-67), and a medical care code list database provided in 
the patient terminal and the hospital server, the medical care code list database storing the 
medical care codes {Behram column 8 lines 20-48, column 12 lines 9-43 and column 1 lines 57- 
67), the method comprising the steps of: 

(d) storing the care data of the patient together with the medical care codes in the 
medical care code list database and the care database of the hospital server (column 7, lines 22- 
45 wherein a medical care code list database is a "master transaction database"). 

However the references do not disclose requesting data, a written consent, 

Mita discloses: 
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A medical data providing method using the medical data providing system the method 
comprising the steps of: 

(a) requesting the medical data of the patient for the purpose of a medical 
research (abstract and paragraph [0041]); 

(b) making up a written consent (paragraph [0040]); 

(c) confirming the non-ID data of the patient, and giving the care data to 
care samples obtained in the course of care of the patient (paragraph [0044]); and 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the system of Behram with the request and delivery system of Mita since the use of 
codes to represent care data reduces required storage size necessary for the medical files and 
improves transfer time through a network. 

While Mita discloses a written consent it does not explicitly teach it is for research 
purposes. Calif ano discloses making up a written consent that the patient allows his medical data 
to be used for the medical research (figure 12; paragraph [0039]); 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the system of Behram and Mita, with Califano since the use of consent forms for 
providing data to research is well known in the art {Califano [0039]) one of ordinary skill in the 
art would have identified the improvement of the system to include the consent form for this 
purpose in order to improve compliance with law. 

24. As to claim 11, see the discussion of claim 1 and 10, additionally, Califano discloses the 
medical data providing method wherein the written consent is made up to represent that the 
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medical data of the patient are used for the research for a predetermined time (paragraphs 
[0039]-[0043]). 
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25. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view 
of Mita in further view Califano in further view of Iverson. 

26. As to claim 12, see the discussions of claims 1 and 10, additionally Behram discloses 
that the care information is stored as medical care codes {Behram column 8 lines 20-48, column 
12 lines 9-43 and column 1 lines 57-67). However, the reference does not explicitly teach a 
personal information management server. In the same field of endeavor, Iverson discloses, 
notifying the personal information management server of the medical care codes (figure 3; 
column 4 lines 20-49; column 3, lines 28-53). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the database system of Behram, Mita, Califano with the relational databases of Iverson 
since the combination would improve the protection of privacy of an individual while allowing 
easy access to personal information by individuals who require the information. 
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27. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view 
of Eberhardt. 

28. As to claim 13, Behram discloses a medical data providing method using a medical data 
providing system which separates ID (identification) data, including personal information about 
the patient, and non-ID data, including non-personal information about the patient, of a patient to 
provide only medical data of the patient, the system including; an ID storage unit provided in a 
patient terminal of the patient, the ID storage unit storing the ID data of the patient (Behram 
column 7 lines 1 1-46, wherein a patient terminal is a card and the ID storage unit is the outside 
of the card), a non-ID storage unit provided in the patient terminal separately from the ID storage 
unit, the non-ID storage unit storing the non-ID data of the patient (Behram column 5, lines 36- 
59); a medical care code generating unit provided in a hospital server in order to generate 
medical care codes of the patient, (Behram column 8 lines 20-48, column 12 lines 9-43 and 
column 1 lines 57-67) a care database provided in the hospital server, the care database storing 
care data of the patient (column 1, lines 56-67), and a medical care code list database provided in 
the patient terminal and the hospital server, the medical care code list database storing the 
medical care codes (Behram column 8 lines 20-48, column 12 lines 9-43 and column 1 lines 57- 
67), 

29. However Behram does not disclose the event that a patient does not have his terminal. 
Eberhart discloses a medical data providing method using the medical data providing system 
according the method comprising the steps of: 

(a) the patient visiting an emergency room without his patient terminal (column 8, lines 
12-25; column 2 lines 45-51); 



Application/Control Number: 10/820,385 Page 19 

Art Unit: 3626 

(b) acquiring the personal information from the patient, generating the medical 

care codes, and then giving medical care to the patient in the hospital (column 3, lines 55-67 and 
column 4, lines 1-22; column 1, lines 25-38; wherein medical care codes are encrypted medical 
data); 

(c) storing the medical care codes and the care data of the patient in the medical 

care code list database and the care database of the hospital server (column 8, lines 7-25; column 
3, lines 55-67 wherein medical care codes are encrypted medical data) 

(d) connecting the patient terminal to the hospital server (column 8, lines 7-25); and 

(e) confirming the ID data of the patient, storing the medical care codes of the 
patient in the patient terminal, and then disconnecting the patient terminal from the 
hospital server (column 8, lines 7-25; column 3, lines 55-67 wherein medical care codes are 
encrypted medical data). 
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Response to Arguments 

30. Applicant's arguments filed 1/15/09 have been fully considered but they are not 
persuasive. 

3 1 . The objections to the claims have been withdrawn in light of Applicant's amendment to 
claims 2 and 8, 10, 13, and 14. 

32. The rejections under 35 USC 1 12 second paragraph for claims 1-15 have been withdrawn 
in light of Applicant's amendment to the claims. 

33. As to the rejections under 35 USC 103 , 

34. Applicant argues on page 13 of the remarks that Behram "does not disclose, teach or 
suggest: a non-ID storage unit provided in the patient terminal separately from the ID storage 
unit , the non-ID storage unit storing the non-ID data of the patient. 

35. Given the broadest reasonable interpretation of this claim, an ID storage unit, is the place 
where the identifying information of a patient is stored. Similarly, a non-ID storage unit is the 
place where the de-identified information of a patient is stored. In the case of Behram, this 
identifying information (a patient's name, password) is stored separately on the card in a human 
readable format printed on the card (Behram column 7 lines 1 1-46). Behram stores non- 
identifying data in a separate, machine readable format on the card (Behram column 12 lines 9- 
32). Both forms of data are stored on the card in separate formats, the reference therefore meets 
the claim limitation. 

The rejections are maintained. 
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Conclusion 

36. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eliza Squires whose telephone number is (571)270-7052. The 
examiner can normally be reached on Monday through Friday 8 am - 4 pm Eastern Standard 
Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Gilligan can be reached on 571-272-6770. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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